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DETAILED ACTION 
Response to Amendment 

This communication is responsive to the amendment filed 05/20/2005. 

Claims 1-10, 12-22, 24-28, and 30-32 are pending in this application. Claims 1, 
13, and 24 are independent claims. In the amendment filed 05/20/2005, Claims 1,13, 
and 24 were amended and claims 31 and 32 were added as new. This action is made 
Non-Final. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

Claims 1, 2, 12, 13, 14, 24, 25 and 31 are rejected under 35 U.S.C. 102(e) as 
being anticipated by anticipated by King et al. (US 6307549). 

In regards to claim 1, King teaches a method comprising: audibly providing a plurality 
of user selectable sentence portion options, at least one sentence portion option 



including at least two words (i.e. "Additional auditory feedback may be provided to the 
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user by including a voice synthesizer as an application program 112, 114 in the 
disambiguating system. As a user enters keystrokes, the voice synthesizer announces 
the first entry in the selection list. To allow typing to proceed unimpeded, the first entry 
is announced after a slight delay. The user may also cause the first entry to be spoken 
immediately by pressing the select key. The auditory feedback provided by a voice 
synthesizer allows visually-impaired users to use the system without having to view the 
selection list." Column 18, Line 10, Furthermore, Figure 1A, Element 70 shows a list of 
multiple words as options, and furthermore "objects within the vocabulary modules may 
include numbers, letters, words, stems, phrases [emphasis added], or system 
macros." Column 10, Line 38)); and enabling the user to compose a sentence by 
selecting from among the available sentence portion options by making a key selection 
(i.e. Figure 11, Element 1206). 

In regards to claim 2, King teaches a method wherein providing options includes 
displaying a graphical user interface listing a plurality of sentence portion options (i.e. 
Figure 11, Element 1206). 

In regard to claim 12, King teaches a method that includes enabling the user to 
compile a message by selecting from available message options by making key 
selections on a telephone (Figure 1B). 

Claims 13 and 14 are in the same context as claims 1 and 2; therefore they are 
rejected under similar rationale. 

Claims 24 and 25 are in the same context as claims 1 and 2; therefore they are 
rejected under similar rationale. 
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In regards to claim 31 , King teaches an article of claim 13, further storing 
instructions that enable the processor-based system to audibly provide a plurality of pre- 
prepared user selectable options to modify the selected sentence portion (i.e. 
11 Additional auditory feedback may be provided to the user by including a voice 
synthesizer as an application program 112, 114 in the disambiguating system. As a 
user enters keystrokes, the voice synthesizer announces the first entry in the selection 
list. To allow typing to proceed unimpeded, the first entry is announced after a slight 
delay. The user may also cause the first entry to be spoken immediately by pressing 
the select key. The auditory feedback provided by a voice synthesizer allows visually- 
impaired users to use the system without having to view the selection list." Column 18, 
Line 10, Furthermore, Figure 1A, Element 70 shows a list of multiple words as options, 
and furthermore "objects within the vocabulary modules may include numbers, letters, 
words, stems, phrases, or system macros." Column 10, Line 38). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 3 -10, 15 - 22, 26, 27 and 28 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over King et al. (US 6307549) in view of Stoddard 
( http : I In n kworks . com/crazy I i bs/) . 

In regards to claim 3, King teaches all the limitations of claim 2. He does not 
teach a method that provides a plurality of pre-selected display segments and providing 
a plurality of user selectable options for each segment. Stoddard teaches a method that 
provides a plurality of pre-selected display segments (See Figure 2, Elements 1 and 2) 
and providing a plurality of user selectable options for each segment (See Figure 3, 
Element 1 ). It would have been obvious to one of ordinary skill in the art at the time of 
the invention to modify King with the teachings of Stoddard and include a method to 
have a plurality of preselected display segments and provide a plurality of options for 
each segment with the motivation to provide for easy creation of sentences. 

In regards to claim 4, King and Stoddard teach all the limitations of claim 3. King 
does not teach a method that includes displaying a list of user-selectable options for a 
plurality of display segments. Stoddard further teaches a method that includes 



Application/Control Number: 09/840,670 Page 6 

Art Unit: 2174 

displaying a list of user-selectable options for a plurality of display segments (See 
Figure 3, Element 1). 

In regards to claim 5, King and Stoddard teach all the limitations of claim 4. King 
does not teach a method that includes enabling the options to be displayed as a list of 
options. Stoddard teaches a method that includes enabling the options to be displayed 
as a list of options (See Figure 3, Element 1 ). 

In regards to claim 6, King and Stoddard teach all the limitations of claim 5. King 
does not further teach a method enabling the user to mouse select an option from each 
of the plurality lists to complete a message. Stoddard does not specifically teach a 
method of enabling the user to mouse select an option from each of the plurality lists to 
complete a message, however this feature is inherent in Stoddard. 

In regards to claim 7, King and Stoddard teach all the limitations of claim 6. King 
does not teach a method that includes displaying a graphical user interface in 
association with each of a plurality of display segments. Stoddard teaches displaying a 
graphical user interface in association with each of a plurality of display segments (See 
Figure 2, Elements 1 and 2). 

In regards to claim 8, King and Stoddard teach all the limitations of claim 7. King 
does not teach a method that includes linking a list of options to a display segment so 
that when an option is selected it appears on a display associated with a particular 
display segment. Stoddard teaches a method that includes linking a list of options to a 
display segment so that when an option is selected it appears on a display associated 
with a particular display segment (See Figure 2, Elements 1 and 2). 
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In regards to claim 9, King teaches all the limitations of claim 1 . King does not 
teach a method that includes generating an interface displaying said options and 
conveying said interface to a local system over a network. Stoddard teaches a method 
to generate an interface displaying said options and conveying said interface to a local 
system over a network (See Figures 2 and 3, since Stoddard's invention is on the 
internet it is inherent that the data is transferred through a network). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to modify King with 
the teachings of Stoddard and include a method to generate and convey an interface 
over a network with the motivation to provide for easy access to the interface for the 
user. 

In regards to claim 10, King teaches all the limitations of claim 1. King does not 
teach a method that includes generating a graphical user interface to locally display said 
options, developing said message locally, and transmitting said message remotely over 
a network. Stoddard teaches a method that includes generating a graphical user 
interface to locally display said options, developing said message locally, and 
transmitting said message remotely over a network (The message options are locally 
displayed (See Figures 2 and 3, then the user is completed they hit the "done" button 
(Figure 4, Element 1 ) and the data is transferred over the network to compile the 
message (Figure 5). 

Claims 15-22 are in the same context as claims 3-10; therefore they are rejected 
under similar rationale. 
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Claim 26 is in the same context as claims 3; therefore it is rejected under similar 
rationale. 

In regards to claim 27, King teaches all the limitations of claim 24. He does not 
teach that his invention consists of a server. Stoddard does not specifically teach that 
his invention contains a server, however it is inherent due to the fact that his invention 
relies on the Internet. It would have been obvious to one of ordinary skill in the art at 
the time of the invention to modify King with the teachings of Stoddard and include a 
server with the motivation to provide more accessibility to the sentence creating 
apparatus. 

In regards to claim 28, King teaches all the limitations of claim 24. He does not 
teach that his invention consists of a client. Stoddard does not specifically teach that 
his invention contains a client, however it is inherent due to the fact that his invention 
relies on the Internet. 

Claim 30 are rejected under 35 U.S.C. 103(a) as being unpatentable over King et 
aL (US 6307549) in view of Kisaichi et al. (US 5786776). 

In regards to claim 30, King teaches all the limitations of claim 24. He does not 
teach that his invention is coupled to a telephone network to provide said user 
selectable sentence portion options over a telephone. Kisaichi teaches that his 
invention is coupled to a telephone network to provide said user selectable massage 
options over a telephone ("Texts including required message are entered with a small 
number of keys such as those of a cellular telephone." Abstract). It would have been 
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obvious to one of ordinary skill in the art at the time of the invention to modify King with 
the teachings of Kisaichi and include a phone network and a telephone to compose 
messages over the phone with the motivation to provide the user with a convenient and 
portable way of sending text messages to other users. 

Claim 32 is rejected under 35 U.S.C. 103(a) as being unpatentable over King et 
al. (US 6307549). 

In regards to claim 32, King teaches all the limitations of claim 13. King does not 
teach an article further storing instructions that enable the processor-based system to 
receive a spoken word to modify the selected sentence portion. Official notice is given 
that it is well known in the art to audibly select something versus clicking on it. It would 
have been obvious to one of ordinary skill in the art at the time of the invention to modify 
King and provide a system for audibly selecting a sentence portion with the motivation 
to provide the user with a more convenient and faster method of selection. 



Response to Arguments 

Applicant's argument with respect to claim 30 has been considered but are moot 
in view of the new ground(s) of rejection. 

Applicant's arguments filed 05/20/2005 with respect to claims 1-10, 12-22, and 
24-28 have been fully considered but they are not persuasive. 

The Applicant argues that King does not provide user selectable sentence 
portions options where a particular sentence portion option may include at least two 
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words. The Examiner respectfully disagrees. King teaches, "objects within the 
vocabulary modules may include numbers, letters, words, stems, phrases [emphasis 
added], or system macros." (Column 10, Line 38). Phrases inherently consist of more 
than one word. Therefore, King does teach user selectable sentence portions options 
where a particular sentence portion option may include at least two words. 

In response to applicant's argument with regards to claim 3 that there is no 
suggestion to combine the references, the examiner recognizes that obviousness can 
only be established by combining or modifying the teachings of the prior art to produce 
the claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 
1 988) and in re Jones, 958 F.2d 347, 21 USPQ2d 1 941 (Fed. Cir. 1 992). In this case, 
the motivation is to provide for easy creation of sentences; which is knowledge 
generally available to one of ordinary skill in the art (i.e. a computer programmer). 

Inquiry 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Boris Pesin whose telephone number is (571) 272-4070. 
The examiner can normally be reached on Monday-Friday except every other Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kristine Kincaid can be reached on (571) 272-4063. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

KRISTINE KINCAID 

BP SUPERVISORY PATENT EXAMINER 

TECHNOLOGY CENTER 2100 



